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GROUP 3700 


Commissioner for Patents 
Washington, DC 20231 


CKRTIRCATK OF TR ANSMISSION 
To Fax No.: 703-872-9302 

I hereby certify that this correspondence is being facsimile transmitted to 1 
and Trademark Otllcc on: 

October }H^im 

Pate 


TOpondcnce is being facsimile t ransmit ted to the U.S. Patent 

_ ^3^^ Ito fiJ^]/^ 


Signed by; Susan M. Dacko 


Dear Sir: 

In response to the Office Action mailed July 17, 2002, applicants submit the following 
remarks. 

The double-patenting rejection and the obviousness rejection based on Simpson and 
McKim cannot be sustained for the reasons presented in applicants' Amendment mailed April 26, 
2002. 

The Examiner has now rejected claims 60-63 as being unpatentable over Simpson in view 
of McKim and further in view of U.S. Patent 812,706 to Warbasse and U.S. Patent 4,934,362 to 
Braun. Applicants respectfully submit (hat this rejection cannot be sustained for the following 
reasons. 

Although U.S. Patent 812,706 to Warbasse (published in 1906) has been referenced for 
teaching a valve cover that has a fluid-impermeable ceiling that increases in height in the direction 
of a flexible flap from a first end to the second end, Warbasse does not suggest the use of such a 
valve cover on an exhalation valve that is used in a filtering face mask that is adapted to fit over the 
nose and mouth of a person. Warbasse describes a device that is placed over a person's nose and is 
connected to a supply line tube 16. No teaching or suggestion has been identified, which would 
have motivated a person of ordinary skill to use Warbasse 1 ? hood element 1 1 in the Simpson valve 
shown in Figure 2. The Examiner indicates that "it would have been obvious to modify the valve 
(figure 2) of Simpson ct al. to provide a valve in this (fig. 2) to provide a valve cover because it 
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would have provided a means for protecting the valve flap (12), controlling the extent of movement 
of the valve flap, controlling the direction of fluid flow exiting the mask via the valve as taught by 
Warbasse/' Although there may be a variety of reasons for using a valve cover on the valve shown 
in Simpson, the Examiner has not yet identified any particular suggestion of why a person of 
ordinary skill would have selected the hood element 11 in Warbasse r s nose device for use on the 
exhalation valve shown in Figure 2 of Simpson, As the Examiner is aware, the United States Patent 
and Trademark Office has the burden of providing evidence that $hows why a person or ordinary 
skill would have combined the teachings in two different references. Mere conclusory statements 
generated by the Examiner do not qualify as evidence. In this regard, the Examinees attention is 
again directed to In re Lee where the Federal Circuit explained that the motivation to combine 
references is a factual question that cannot be resolved on subjective beliefs of unknown authority. 1 

The Examiner states that his reasons for combining Warbasse with Simpson are taught by 
Warbasse. But a review of this patent reveals that none of these reasons can be found anywhere in 
Warbasse. Some of those reasons, however, can be found in applicants' specification. For 
example, applicants state that the exhalation valve, "can be provided with a valve cover to protect 
the flexible flap" (sec applicants specification, page 14, lines 33-35). Applicants also explain that 
the valve cover can allow the exhaled air to be "directed downwards to prevent fogging of the 
wearer's eyewear" (see applicants* specification at page 1 5, lines 5-8). It is, of course, improper to 
use applicants teachings against them in attempting to establish that a person of ordinary skill 
would have been led to the combination of references. 2 Perhaps these reasons may have been 
known in the art before applicants' filing date, but even so, the record still does not establish why a 
person of ordinary skill would have been motivated, in particular, to use Waibasse's hood element 
1 1 on Simpson's valve over any of the multitudes of value covers that have been previously 
described in the art. 

The Braun patent adds little or nothing lo the disclosure that is lacking in Simpson and 
McKim with respect to claims 60-63. The Braun patent does not teach or suggest a valve cover that 
has a fluid impermeable ceiling that increases in height in the direction of the flexible flap from the 

1 See In re Lee % 61 USPQ2d 1430, 1434 (Fed. Cir. 2002) ("This factual question of motivation [to combine ihe 
references] is material to patentability and could not be resolved on subjective belief and unknown authority."). 
7 in re Lee, 61 USFQ20 at 1434 ("It is improper, in dctci mining whether a person of ordinary skill would have been 
led to this combination of references, simply to 'fuse] lhat which the inventor taught against its teacher/"; see also. 
W.L Gorev. Oarlock, Inc., 721 F2d 1540, 1553. 220 USPQ 303, 312-313 (Fed. Cir, 1983). 
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first end to the second end. To the contrary, Braun does not even teach or suggest a fluid- 
impermeable ceiling. Braun only describes a grill 25, and this griJI 25 does not have a fluid- 
impermeable ceiling that increases in height in the direction of the flexible flap from its first end to 
its second end. To the contrary, the grill 25 is located closer to the free end of the flap 24 relative to 
its fixed portion located at 19. Under such circumstances, Braun teaches away from applicants' 
invention and also provides very good evidence that the subject matter of claims 60-63 would not 
have been obvious to a person of ordinary skill. 

The Examiner also has rejected claim 64 as being obvious, but this claim had previously 
been canceled by the applicants. In the Amendment mailed October 12, 2001, claims 58 and 64 
had been canceled. Please note that these claims were previously designated as claims 59 and 65 
but were renumbered by the Examiner because claim 57 was missing from the Preliminary 
Amendment dated October 3, 2000. Accordingly, the rejection based on claim 64 is no longer an 
issue. The claims that are pending in this case should be as follows: 33, 35-57, 59-63, and 65- 
80. Please note that in the Amendment filed on April 26, 2002, applicants had incorrectly 
designated the claims thai are pending in this case. Applicants apologize for the confusion. 
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